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Discussion Point 2: Arbitration Agreements and Prompt and Effective Remedies
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Scenario: A patentee learns that infringing goods will be imported into
the U.S. through a transaction involving a licensee (with sales offices in
Japan and the U.S.). The license contract provides for an arbitration
agreement. Which forum should be used?
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Main Issues to be considered
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EEEFROEEBHREREECTRESH, SOhLBHIA TGN, 51+

D —IZEDESIZEE|ZEH - TULVBAD M) Ascertaining the facts (where the

infringing goods are manufactured, where they are exported from, how the licensee is

involved in the transaction, etc.)

EENLTEFADOARLAS (BTG E Rh . FEFMTENZESE EHY) Whether there

are substantive issues, Whether the issues are technical or non-technical

TARAIN) —F R ZKYETHAE AF T BHEMNGHBH Whether it is necessary to

obtain evidence through US type discovery

FIZTSAA)T4—2ENWTHEREBIETH (EZE
AR DT EUNHDEFE) What is the patentee's priority?

RZHG{E LA, &L

RSt

HERFHEEHAT 2D, MRFHELUSNDFHBZFIHI HD Whether to use

arbitration or non-arbitration
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Choices - For Japanese forums

" ‘HJ%;!Z Arbitration
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- ﬁ#” Fﬁ@ﬂi@ﬁj\zafﬁ, Temporary injunction proceedings in court
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—f,f\yT, Waterfront procedures at customs office
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Advantages and challenges of Using a Japanese arbitration institution

° *lj ,'f—(_'\ Advantages

o —fRENERRERD Ay GEAR. AETHITASHY . FuE) [TMA T, BAEENNFHSE
EDGE. BEIOHEHASEED = TEF| 1n addition to the general advantages (Non-public,

enforceable in a foreign country, quick), convenient in terms of transportation and language
« BRIXZE-ZI[» Japanis safe and secure
s BRMODEWNEEREICEXILTES Could handle urgent cases

° E%EE Challenges
c FHRRNOHIEERESHEMSHNERS TETLEVVEL., BERFISEREN LTINS RA

7+) Temporary preservation order with legal binding effect cannot be issued (the law will be amended
in the near future)

o« FERBHINDIEC, FFICHINGE S R (FEHREDORE ., FETDAEMEF) BHD5E . B
*'J(Ztt’*f*ﬁﬁﬂ"](?lﬂ“%ﬁ@%ﬁﬂ BETEDMEWLVM(YBL. IACTOEPIE) There are relatively
few cases in which technical issues are decided (but, IACT is specialized)

o TARNN)—D L7 NGEHIREFHEMNFELLELD CRE2SEHE 17825 DEE D
B178) No strong evidence collection procedures (Application of 28 USC S 1782 might be an issue)



(%) BREEEFE S (JCAA) D ALiR &L F 4 (Expedited Arbitration
Procedures) &R 2 E;FHt (Emergency Arbitration Procedures)

> B2 {hFF % (Emergency Arbitration Procedures)
>HEERIAICBRETEEMNLGREEENSHIBERIGEIZ, JICAAICK LT B2 {hE
ADBFEZHRLILITEHIENTED
>EAREREGSTORIIAMNSFERELT2B LLIAIZICAANRE R FEANTETE
> BERFRBANEELS, [REELT2EARBLUAIZ, BERFPFBZANRERED S DRI TIIX
JTHDREZTT

> R P E; F 5% (Expedited Arbitration Procedures)
> i FEEMMEAUTOSEE X IAEENDEMBEFROFAZEELES. RAIL
LT1RDMEAD, [RAISEEFEICKY, MEEMILA L6 A UA (SHIZ, FEEE
H5000 A LU T DIFEIEX3M B LR (T EHIEE T

JCAAMHP (https://www.jcaa.or.jp/) &YWk
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Experienced former judges can be appointed as arbitrators

AR THHE FRE BE— THBHIIE BN BB THHE =F 22— THBHIHIE FK &
7 A1)71:Judge Randall R. Rader Judge Sue Robinson Judge Gerald Rosen Judge Theodore Essex

l:F'EI :Judge Zhang Guangliang Judge Xiuping Ou Judge Zhipei Jiang Judge Xiangyun Kong Judge Lihong Duan Dr. Yuan
ao

#A—RXKS1) 7 :Judge Annabelle Bennett
§2[E : Judge Seongsoo Park Young-June Yang DuckSoon Chang Judge Kijoong Kang

=—M+y/\:Judge Sir Robin Jacob Judge Rian Kalden Judge Fidelma Macken

7 A Liliane Roriz

IACTODHP (https://ja.iactokyo.com/) &Y R4
7


https://ja.iactokyo.com/
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Advantages and Challenges of Using a Provisional Disposition Procedure in a Japanese Court

« Fl| &2 Advantages

gimaznﬂm BAMNOEEINTLSIGE, R LR zZ It TR EHHOIET . KE~AD
MAZASC CEMTESS—XIZEOTIIR S 1EL%EH1 TEBA In case infringing goods are
being exported from Japan, obtaining an order prohibiting the sale/export of such goods can prevent
them from being imported into the U.S. = Can be expected to facilitate negotiations

« BATXRILTOHMFEDIGE .. BENOFERSFED R TEF| Convenient in terms of transportation

and language

« MEAEHICEHTSEHEADEFIFTDOHIERIE—ARRIIZIERETED S LY Judgments by Japanese courts
on IP cases are generally reliable
© FhRiH Challenges
o NETIIHITTEZLY Cannot be enforced in foreign countries
o SERLIFENEFICEREAM TESEDIZER NS, T4 RXH/N)—D K575 NG EE U E F M FHE

L7&LY No strong evidence collection procedures

« BTG EANFERET DIES. FBRICHILCDOFEZEST H(1EFEE) Takes time to resolve

technical disputes

s FEFHEOABLETEZHEHETHEZTNHHS Might hold back from smooth progress of

arbitration proceedlngs
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Advantages and Challenges of Using Japan's Customs Waterfront Injunction Procedures

o Fl| 52 Advantages

FEBESNAENGBHENTUSSE, BUTOREEMHSUMMERLEL. KE0
GAZRC CEMTED S —RIZE- IR E R EE] ﬂﬁ’C %D\ In case infringing goods are
being exported from Japan, the export of such goods can be prohibited and their importation into the
U.S. can be prevented at customs => Can be expected to facilitate negotiations

« BRATEXRITOHMEDIGE . BENOFERSBD R TEF| Convenient in terms of transportation

and language
o FEMLLEMIZE(BoEEL. BEREREIILLY) Relatively quick (although no provisional
measures)
o SR7H Challenges
o HAETIEENITTEZLY Cannot be enforced in foreign countries
« FIFTMTBRISNDSZENHS Judgment might be withheld
e Ad hoc|ZEFESNSEMEZEDFIETD T R ATGEME A FHXTEIIZIELVDY Relatively low

foreseeability of judgments of experts?
o TARNINY—DKH7758 NI FERIRE F A FFEFELZELY No strong evidence collection procedures
s FEFHEOABLETEZHEHETLHHE TN EHS Might hold back from smooth progress of

arbitration proceedings
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